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DETAILED ACTION 

X-References from PCT 

1 . The X-references from the PCT application PCT/JP03/1 5743 are not used as 
anticipatory references because the presently examined claims appear to have been 
amended. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 14 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. It is unclear what is meant by the recitation of "the surface 
protective film is used for polarizing plate". Does it mean that the film is used as part of 
the polarizing plate, as opposed to being adhered on the surface of the polarizing plate? 
For the purposes of examination, the recitation is treated to mean that the film is being 
used as part of the polarizing plate since it is clear that the film cannot be the polarizing 
film. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1-2 are rejected under 35 U.S.C. 102(b) as being anticipated by Wolinski 
(US 2,870,043), regarding Markush group component (3) a coating film of dimethyl 
silicone oil. 

Regarding claim 1, Wolinski teaches a film comprising a substrate film 
(polyethylene film, column 2, line 58) having formed on one surface thereof (3) a coating 
film of dimethyl silicone oil (sizing composition comprising essentially a dialkyl silicone 
oil, column 2, lines 55-60, dimethyl silicone oil is the preferred species, column 3, line 
10). The film is used as a packaging film (column 1, lines 19-22), and is thus a surface 
protective film. 

Regarding claim 2, Wolinski teaches that the substrate film comprises a 
thermoplastic resin (polyethylene, column 2, lines 55-60). 
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4. Claims 1-2, 5 are rejected under 35 U.'S.C. 102(e) as being anticipated by 
Shores (US 6,613,859), regarding Markush group component (4) a coating film of a 
mixture of a water-soluble urethane resin and dimethyl silicone. 

Regarding claim 1, Shores teaches a surface protective film (column 10, line 58) 
comprising a substrate film (polypropylene film, column 13, lines 10-11) having formed 
on one surface thereof (4) a coating film of a mixture of a water-soluble urethane resin 
(aqueous solution of urethane, column 13, lines 12-13) and dimethyl silicone 
(dimethylsiloxane, column 7, lines 53-63). 

Regarding claim 2, Shores teaches that the substrate film comprises a 
thermoplastic resin (polypropylene film, column 13, lines 10-11). 

Regarding claim 5, Shores teaches that the surface protective film is used with a 
pressure-sensitive adhesive (column 10, lines 25-30) and that the pressure-sensitive 
adhesive is applied on the surface of the substrate film opposite the coating film in a 
pressure-sensitive adhesive tape that is wound upon itself in a roll, for the purpose of 
preventing any damage to the tape upon unwinding the roll for use of the tape (column 
1, lines 20-35). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 3, 6-7, 10-14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Shores as applied to claims 1-2, 5 above, and further in view of Sumi (US 
6,582,789). 

Shores teaches the surface protective film comprising a substrate film having 
formed on one surface thereof (4) a coating film of a mixture of a water-soluble urethane 
resin and dimethyl silicone, as described above. 

Regarding claim 3, Shores teaches that the substrate film is a plastic film 
(column 10, lines 4-6), and gives polypropylene film as a example (column 13, lines 10- 
11). Shores fails to give polyester film as another example of the plastic film. 

However, Sumi teaches a surface protective film (column 1, lines 5-10), where 
the polypropylene film substrate (base film, column 1 , lines 29-33) is replaced by a 
polyester film, for the purpose of providing the desired transparency (column 3, lines 1- 
5). 
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Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made, to have used a polyester film as the plastic substrate film 
of Shores, in order to provide the desired transparency, as taught by Sumi. 

Regarding claims 6-7, Shores teaches that a pressure-sensitive adhesive is 
applied on the surface of the substrate film opposite the coating film in the surface 
protective film, as described above. Shores fails to teach that the pressure-sensitive 
adhesive is an acrylic pressure-sensitive adhesive, let alone that it contains a 
plasticizer. 

However, Sumi teaches that an acrylic adhesive is preferred for the purpose of 
providing the desired resistance to ultraviolet light and of preventing the migration of 
undesired components into the article surface (column 5, lines 25-35), wherein a 
plasticizer is added (phthalate ester, column 9, lines 19-21) for the purpose of providing 
the desired re-release characteristics to the acrylic pressure-sensitive adhesive (column 
9, lines 15-21). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made, to have used an acrylic pressure-sensitive adhesive for 
the pressure-sensitive adhesive layer of the surface protective film of Shores, in order to 
provide the desired resistance to ultraviolet light as well as prevention of the migration 
of undesired components into the article surface, and to have added a plasticizer to the 
pressure-sensitive adhesive layer, in order to provide it with the desired re-release 
characteristics, as taught by Sumi. 
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Regarding claims 10-12, Shores teaches that a pressure-sensitive adhesive is 
applied on the surface of the substrate film opposite the coating film in the surface 
protective film, as described above. Shores fails to teach a releasable film adhered on 
the exposed surface of the pressure-sensitive adhesive layer, let alone that the 
releasable film is a silicone mold release treating agent-coated polyester film, or that an 
antistatic substance coated on the surface of the releasable film. 

However, Sumi teaches that a releasable film (D, column 10, lines 65-67) is 
adhered on the exposed surface of the pressure-sensitive adhesive layer, for the 
purpose of protecting it prior to its use (column 1 1 , lines 1-5). Sumi teaches that the 
releasable film is a polyester film (base film of the release film is a polyester film, 
column 11, lines 1-5), coated with a silicone resin which functions as a release treating 
agent (release layer, column 11, lines 6-9), and thus can also function as a mold 
release treating agent. Sumi teaches that an antistatic substance can be coated on the 
surface of the releasable film (antistatic agent, column 1 1 , lines 16-20), for the purpose 
of providing the desired protection from damage caused by electrostatic charge built up 
upon peeling the releasable film (peeling charge, column 10, lines 1-10). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made, to have adhered a releasable film on the exposed surface 
of the pressure-sensitive adhesive layer in the protective film of Shore, wherein the 
releasable film is a silicone mold release treating agent-coated polyester film, in order to 
protect the pressure-sensitive adhesive layer prior to its use, and to have coated a 
surface of the releasable layer with an antistatic substance, in order to provide the 



Application/Control Number: 10/538,035 Page 8 

Art Unit: 1794 

desired protection from damage caused by electrostatic charge built up upon peeling 
the releasable film, as taught by Sumi. 

Regarding claims 13-14, Shores teaches that a pressure-sensitive adhesive is 
applied on the surface of the substrate film opposite the coating film in a pressure- 
sensitive adhesive tape that is wound upon itself in a roll, for the purpose of preventing 
any damage to the tape upon unwinding for use (column 1, lines 20-35), wherein the 
coating film of Shore provides the desired combination of good release from the 
pressure-sensitive adhesive layer, and good adhesion to the substrate film (backing 
member, column 1 , lines 47-56). Shores fails to teach that the surface protective film is 
adhered on the surface of a polarizing plate or that it is used in a polarizing plate. 

However, Sumi teaches that a surface protective film is adhered on the surface 
of a polarizing plate (stuck on a substrate such as a polarizer, column 11, lines 50-52) 
for the purpose of providing it with the desired protection (column 11 , lines 50-55). This 
means that the surface protective film can also be adhered on the surface of the 
polarizing film itself, and hence be used to provide the polarizing plate. Sumi teaches 
that the surface protective film is wound up on itself in a roll prior to use (column 1 1 , 
lines 45-56). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made, to have adhered the surface protective film of Shores as 
modified by Sumi, to the surface of a polarizing plate, or to the surface of the polarizing 
film itself to form a polarizing plate, in order to provide the desired surface protection, as 
taught by Sumi. 
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6. Claims 8-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shores as applied to claims 1-2, 5 above, and further in view of Matsuguchi (US 
5,011,190). 

Shores teaches that a pressure-sensitive adhesive is applied on the surface of 
the substrate film opposite the coating film in the surface protective film, as described 
above. 

Regarding claim 8, Shores fails to teach an interlayer between the substrate film 
and the pressure-sensitive layer. 

However, Matsuguchi teaches that an interlayer is provided between the 
substrate film and the pressure-sensitive adhesive layer in order to allow the substrate 
film to be easily peeled off upon use of the pressure-sensitive adhesive layer (base 
material can be easily peeled off, abstract). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made, to have provided an interlayer between the substrate film 
and the pressure-sensitive layer in the surface protective film of Shores, in order to 
allow the substrate film to be easily peeled off upon use of the pressure-sensitive 
adhesive layer, as taught by Matsuguchi. 

Regarding claim 9, Shores teaches that the coating film must possess good 
adhesion with the substrate film (backing member, column 1, lines 47-55), and that the 
substrate film can be cellophane (base material 12, column 6, lines 11-15), but fails to 
disclose that the coating film has a cellophane tape peeling strength of greater than 400 
g/24 mm. 
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However, Shores teaches that good adhesion means a peeling strength of 1 100 
g/25 mm (column 14, lines 30-35), which is within the claimed range of greater than 400 
g/24 mm of cellophane tape peeling strength, for the purpose of providing the desired 
cohesive strength (column 1 , lines 50-55). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made, to have provided the coating film of Shores with a 
cellophane tape peeling strength within the range of greater than 400 g/24 mm in order 
to provide the desired cohesive strength to the desired cellophane substrate, as taught 
by Shores. 

7. Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Matsuguchi (US 5,011,190), as evidenced by Krawczyk (US 6,025,007), regarding 
Markush group (1) a coating film of a nonionic surfactant having a HLB of 13 or more. 

Regarding claims 1,4, Matsuguchi teaches a surface film (temporarily sticking 
material 10, column 3, lines 25-28, Fig. 2) comprising a substrate film (synthetic resin 
layer 16, column 3, lines 59-60, Fig. 2) having formed on one surface thereon (1) a 
coating film (inter-layer peel ply 14 is formed by coating a wax, column 3, lines 38-40) of 
a fatty acid ester such as polyethylene glycol stearate (column 3, lines 48-52), which is 
a common nonionic surfactant. The surface film functions as a surface protective film 
for the substrate under it (substrate A, column 6, lines 15-19, Fig. 2). Matsuguchi fails 
to disclose that the nonionic fatty acid ester surfactant has a HLB of 13 or more. 

However, Matsuguchi teaches that water solutions or dispersions can be used for 
applying coatings to a surface (column 3, lines 65-66), which means that the nonionic 
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fatty acid ester surfactant has to be either water-soluble or water-dispersible, having an 
HLB of about 13 or more, as evidenced by Krawczyk. 

Krawczyk teaches that when the HLB of a compound is about 13 or more, it is 
usually water-soluble (column 5, lines 34-36). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made, to have used a nonionic fatty acid ester surfactant having 
a HLB of 13 or more as the nonionic fatty acid ester surfactant coating film of 
Matsuguchi, in order to be able to apply it from a water solution or dispersion, as 
evidenced by Krawczyk. 

Regarding claims 2-3, Matsuguchi teaches that the substrate film 16 can be a 
polyester film (synthetic resin layer 16, column 4, lines 18-30, Fig. 2), which is a 
thermoplastic resin film. 

Regarding claim 5, Matsuguchi teaches a layer of pressure-sensitive adhesive 18 
on the surface of the substrate film 16 opposite the coating film 14 (column 3, lines ey- 
es, column 4, lines 10-15, Fig. 2). 
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Any inquiry concerning this communication should be directed to Sow-Fun Hon 
whose telephone number (571) 272-1492. The examiner can normally be reached 
Monday to Friday from 10:00 AM to 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examinees 
supervisor, Rena Dye, can be reached on (571)272-3186. The fax phone number for 
the organization where this application or proceeding is assigned is (571)273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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